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UNITED STATES PATENT AND TRADEMARK OFFICE 

TRADEMARK TRIAL AND APPEAL BOARD 
____________________________ 

 

    

NARTRON CORPORATION    
        

  Petitioner,          

  

v.        Cancellation No. 92050789 

        

HEWLETT-PACKARD      

  DEVELOPMENT COMPANY, L.P., 

        

  Respondent.     

 

__________________________________/ 

 

 

PETITIONER’S BRIEF IN SUPPORT OF 

ITS MOTION UNDER RULE 56(f) FOR DISCOVERY 
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I.  INTRODUCTION AND PROCEDURAL BACKGROUND 

  Pursuant to Fed. R. Civ. P. 56(f), Petitioner Nartron Corporation (“Nartron”) 

respectfully requests that the Board permit discovery reasonably directed to obtaining facts 

essential to oppose Hewlett-Packard Development Company, L.P.’s (“HP”) Motion for 

Summary Judgment.  In support hereof, Nartron submits the Declaration of Robert C.J. Tuttle 

(“RCJT 56(f) Decl.”) and Exhibits, filed herewith. 

  On April 9, 2009, Nartron petitioned to cancel HP’s April 7, 2009 Registration 

No. 3,600,880 for TOUCHSMART for “personal computers, computer hardware, computer 

monitors, computer display screens” in International Class 9, based on a §2(d) claim of 

likelihood of confusion with Nartron’s SMART TOUCH for “electronic proximity sensors and 

switching devices” in International Class 9. 

  HP answered the Petition to Cancel on June 22, 2009, following a stipulated 

request for extension of time in which to answer. 

  Nartron served its Initial Disclosures on July 22, 2009 and its First Interrogatories 

and Rule 34 Requests on August 27, 2009. 

  HP served its Initial Disclosures on September 9, 2009.  Initial Disclosures were 

due August 21, 2009, but HP’s counsel, Jeffrey E. Faucette, requested an extension of time to 

serve HP’s Initial Disclosures until September 9, 2009, as “HP is pretty much a ghost town 

during the month of August.”  Nartron agreed to the requested extension. 

  On September 30, 2009, just one (1) day before HP’s deadline for responding to 

Nartron’s August 27, 2009 discovery requests, HP filed the subject Motion for Summary 

Judgment concurrently with a Motion to Suspend Proceedings. 
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  The Board has not issued an order suspending proceedings.  As explained in 

Nartron’s pending Motion to Compel, HP’s obligation to respond to discovery requests should 

not be deemed suspended.  HP should not be permitted to curtail its discovery obligations by 

making a premature motion for summary judgment.   

 For the foregoing reasons, Nartron respectfully requests that the Board permit 

discovery reasonably directed to obtaining facts essential to oppose HP’s premature motion. 

 

II.  DISCUSSION 

 A. Legal Standard 

  Fed. R. Civ. P. 56(f) provides a mechanism for postponing the determination of 

summary judgment pending completion of discovery, providing the Board the authority to deny, 

outright, a motion for summary judgment as premature.  See Celotex Corp. v. Catrett, 477 U.S. 

317, 106 S.Ct. 2548, 2554-55, 91 L.Ed.2d 265 (1986) (“any potential problem with such 

premature motions [for summary judgment] can be adequately dealt with under Rule 56(f)”); 

Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 n.5 (1986) (Under Rule 56(f), “summary 

judgment [must] be refused where the nonmoving party has not had the opportunity to discover 

information that is essential to [its] opposition”); and Sweats Fashions, Inc., v. Pannill Knitting 

Co., 833 F.2d 1560, 1567, 4 USPQ2d 1793, 1799 (Fed.Cir.1987) (“A party may not simply 

assert in its brief that discovery was necessary and thereby overturn summary judgment when it 

failed to comply with the requirement of Rule 56(f) to set out reasons for the need for discovery 

in an affidavit”). 
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 Pursuant to Rule 56(f), summary judgment must be refused “where the 

nonmoving party has not had the opportunity to discover information that is essential to his 

opposition.”  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 n. 5 (1986).  “Generally where 

a party has had no previous opportunity to develop evidence and the evidence is crucial to 

material issues in the case, discovery should be allowed before the trial court rules on a motion 

for summary judgment.”  Program Eng'g, Inc. v. Triangle Publications, Inc., 634 F.2d 1188, 

1193 (9th Cir.1980).  It has long been held that a party should be afforded reasonable access to 

potentially favorable information prior to the granting of summary judgment, because on 

summary judgment all inferences to be drawn from the underlying facts must be viewed in the 

light most favorable to the party opposing summary judgment.  Texas Partners v. Conrock Co., 

685 F.2d 1116, 1119 (9th Cir.1982).   

  In the instant proceeding, the Board should permit Nartron to obtain discovery 

necessary to respond to HP’s motion.  Indeed, the Board has a duty under Rule 56(f) to ensure 

that the parties are allowed reasonable opportunity to make the record complete before ruling on 

a motion for summary judgment.  See Metabolife Int'l, Inc. v. Wornick, 264 F.3d 832, 846 (9th 

Cir.2001) (“Although Rule 56(f) facially gives judges the discretion to disallow discovery when 

the non-moving party cannot yet submit evidence supporting its opposition, the Supreme Court 

has restated the rule as requiring, rather than merely permitting, discovery ‘where the non-

moving party has not had the opportunity to discover information that is essential to its 

opposition’”) (citing Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 n. 5, 106 S.Ct. 2505, 91 

L.Ed.2d 202 (1986));  Wichita Falls Office Assoc. v. Banc One Corp., 978 F.2d 915, 919 n. 4 

(5th Cir.1992) (Rule 56(f)-based “continuance of a motion for summary judgment for purposes 
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of discovery should be granted almost as a matter of course unless the non-moving party has not 

diligently pursued discovery of the evidence”) (emphasis added) (citations omitted);  Berkeley v. 

Home Ins. Co., 68 F.3d 1409, 1414 (D.C.Cir.1995) (describing “the usual generous approach 

toward granting Rule 56(f) motions”). 

B. HP’s Outstanding Discovery Responses  

are Necessary for Nartron to Fully Respond  

to HP’s Motion for Summary Judgment 

 

  The principal issue in this cancellation proceeding is likelihood of confusion 

under §2(d).  In determining whether there is any genuine issue of material fact regarding 

likelihood of confusion, the Board must consider the factors set forth in In re E.I. duPont de 

Nemours & Co., 476 F.2d 1357, 1361, 177 USPQ 563, 567 (CCPA 1973).  Nartron sought to 

conduct discovery on all DuPont factors, including HP’s intent in selecting TOUCHSMART.  

  The discovery Nartron chases from HP is essential for Nartron to oppose 

conclusions reached in HP’s motion for summary judgment.  However, as set forth in Nartron’s 

Response to HP’s Motion to Suspend and Nartron’s Motion to Compel Discovery Responses, HP 

refuses to respond to outstanding discovery requests.  RCJT 56(f) Decl. ¶ 5. 

  HP’s motion for summary judgment fails to consider or properly analyze a 

number of relevant DuPont factors, including the similarity of the goods, the similarity of trade 

channels, and evidence of record regarding HP’s use of TOUCHSMART.  The sum total of HP’s 

motion is based on attorney argument.  Furthermore, HP’s motion fails to address Paragraph 9 

and Exhibit 2 to the Petition to Cancel, which indicate that HP’s use of TOUCHSMART in 

connection with a computer monitor and display screens is identical to Nartron’s use of SMART 

TOUCH for electronic sensors.   
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  Nartron will seek additional discovery of HP on matters targeting the DuPont 

factors, including a Rule 30(b)(6) deposition of Respondent HP on such factors.  RCJT 56(f) 

Decl. ¶ 6.  Nartron will also seek a discovery deposition of Jean Newmann, Marcom Programs 

Manager II, identified by HP in its Initial Disclosures as a person likely to have discoverable 

information on the claims and defenses in this proceeding.  RCJT 56(f) Decl. ¶ 7.  Such 

discovery is needed to present facts essential to Nartron’s opposition to HP’s pending motion for 

summary judgment.  RCJT 56(f) Decl. ¶ 8. 

  Nartron respectfully suggests that it would be unjust to allow HP to avoid its 

obligation to respond to discovery requests served a month before the motion for summary 

judgment was filed.   The discovery sought is specifically intended to address the DuPont 

factors, which the Board will consider in deciding this Cancellation Proceeding. 

 

III.  CONCLUSION 

  For the foregoing reasons, Nartron asks that the Board permit discovery 

reasonably directed to obtaining facts essential to oppose HP’s Motion for Summary Judgment.  

      Respectfully submitted, 

 

      BROOKS KUSHMAN P.C. 

 

 

      By:                                                     

      ROBERT C.J. TUTTLE 

      HOPE V. SHOVEIN 

      1000 Town Center  

      Twenty-Second Floor 

      Southfield, Michigan  48075 

 

      Attorneys for Petitioner 

Dated: November 4, 2009 
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CERTIFICATE OF SERVICE 
 

  I certify that a true and complete copy of: 

 

PETITIONER’S BRIEF IN SUPPORT OF 

ITS MOTION UNDER RULE 56(f) FOR DISCOVERY 

 

has been served on November 4, 2009 by: 

 

       delivering 

 

   T mailing (via First-Class mail) 

 

a copy to: 

 

  Jeffrey E. Faucette 

  Diana D. Digennaro 

  HOWARD, RICE, NEMEROVSKI, 

    CANADY, FALK & RABKIN 

  Three Embarcadero Center 

  Seventh Floor 

  San Francisco, CA 94111 

   

  Attorneys for Respondent 

             

      _______________________________________ 

      Hope V. Shovein     

 














































